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DETAILED ACTION 
Response to Preliminary Amendment 

1. Receipt is acknowledged of a preliminary amendment, filed 22 April 2005, which 
has been placed of record and entered in the file. 

Information Disclosure Statement 

2. Receipt is acknowledged of an Information Disclosure Statement, filed 14 July 
2005, which has been placed of record in the file. An initialed, signed and dated copy of 
the form PTO-1449 is attached to this Office action. 

Drawings 

3. The drawings are objected to under 37 CFR 1.83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore: 

a. the subject matter of claim 4, "an adaptation of the penetration behaviour 
to different materials and material thickness is feasible by the angle of inclination 
of the cutting surface"; 

b. the subject matter of claim 8, "it is connected with a cushioning part 
located opposite the cutting surfaces"; and 

c. the subject matter of claim 9, "it comprises an internally arranged, second, 
unilaterally closed hollow cylinder, wherein said second hollow cylinder 
determines the exit opening for the gaseous or liquid medium between the 
separated foil layers by changes in position" 

must be shown or the feature(s) canceled from the claim(s). No new matter should be 
entered. 
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Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Specification 

4. The abstract of the disclosure is objected to because in line 3, the term "air- 
tightly" is misspelled, and because of the use of legal phraseology, i.e. means and said. 
Correction is required. See MPEP § 608.01(b). 

5. Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 150 words. It is important that 
the abstract not exceed 150 words in length since the space provided for the abstract 
on the computer tape used by the printer is limited. The form and legal phraseology 
often used in patent claims, such as "means" and "said," should be avoided. The 
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abstract should describe the disclosure sufficiently to assist readers in deciding whether 
there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information 
given in the title. It should avoid using phrases which can be implied, such as, "The 
disclosure concerns," "The disclosure defined by this invention," "The disclosure 
describes," etc. 

Claim Rejections - 35 USC § 112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 1-10 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The claims are generally narrative and indefinite, failing to conform with current 
U.S. practice. They appear to be a literal translation into English from a foreign 
document and are replete with grammatical and idiomatic errors. 
In claims 1-10, the use of the language "film-type substrates" and any of "a foil", "foil 
layers" or "a foil layer" renders the claims vague and indefinite because the terms (film- 
type substrates and foil) are inconsistent. 

Claim 1 recites the limitation "the helically terminating portion" in line 5. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 2 recites the limitation "the specially inserted cylindrical hollow body" in 
lines 3 and 4. There is insufficient antecedent basis for this limitation in the claim. 

Claim 3 recites the limitation "the helically terminating portion" in lines 3 and 4. 
There is insufficient antecedent basis for this limitation in the claim. 
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Claim 4 recites the limitation "the angle of inclination" in line 4. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 4 is considered vague and indefinite because it is unclear if the angle of 
inclination is somehow changed during use of the device or if there are simply different 
cutting surfaces provided with different angles of inclinations. 

Claim 5 is considered vague and indefinite because the claim fails to define any 
structure that "determined" the distance. 

Claim 5 recites the limitation "the lead of the thread" in line 4. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 6 is considered vague and indefinite because the claim fails to define any 
structure is does the "determining" of the degree of adherence. 

Claim 6 recites the limitation "the dimension of the thread" in lines 4 and 5. 
There is insufficient antecedent basis for this limitation in the claim. 

Claims 7-9, line 2, the use of the pronoun "it" renders the claim vague and 
indefinite. 

Claim 7 is considered vague and indefinite because it fails to recite any structure 
for performing the function of "sucked in by vacuum". 

Claim 7 recites the limitation "the cutting surfaces" in line 7. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 8 recites the limitation "the cutting surfaces" in line 3. There is insufficient 
antecedent basis for this limitation in the claim. 
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Claim 9 recites the limitation ""the exit opening" in line 4. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 9 recites the limitation "the gaseous or liquid medium" in line 5. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 10 recites the limitation "the thread" in lines 3 and 4. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 10 recites the limitation "the interior" in line 4. There is insufficient 
antecedent basis for this limitation in the claim. 

These and any other informalities should be corrected so that the claims may 
particularly point out and distinctly claim the subject matter which applicant regards as 
the invention, as required by 35 U.S.C. § 1 12, second paragraph. 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

9. Claim 1 and 3-6 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Nimmo et al. (GB 2,207,660). 

Regarding claims 1 and 3, the Nimmo et al. reference discloses a cylindrical 
hollow body (spigot 43) including a helically terminating portion (40 - fig. 4a) with at least 
one cutting surface (needle 42) which is used to penetrate film-type substrates (FRP 
sheets). The Nimmo et al. reference also teaches the method step of "wherein only a 



Application/Control Number: 10/532,349 Page 7 

Art Unit: 3721 

desired number of foil layers"; Nimmo et al. also teaches that the device pierces by the 
defined rotation of the spigot and the extent of the torque of the cutting surface 42 - see 
p. 3, lines 16-22. 

Furthermore, regarding claim 3, the language "is designed to gradually pierce a 
foil ..." (lines 6-9) is a statement of intended use which the Nimmo et al. reference is 
fully capable of performing, the claim fails to establish any structural difference between 
the invention and the device of Nimmo et al. It has been held that a recitation with 
respect to the manner in which a claimed apparatus is intended to be employed does 
not differentiate the claimed apparatus from a prior art apparatus satisfying the claimed 
structural limitations. Ex parte Masham, 2 USPQ2d 1647 (1987). 

Regarding claim 4, the Nimmo et al. reference discloses different angles of 
inclination as demonstrated by the figures which is considered to meet the claimed 
subject matter. The language concerning determining is considered to be functional 
and arbitrary. * 

Regarding claim 5, the language of the claim is functional in how the device is 
intended to be used - it does not define any structure which is not already taught by 
Nimmo et al. The functional language has been considered by does not define any 
structure. In order for structural limitations to be imparted to the claim, a functional 
recitation must be expressed as a "means" for performing the specified function, as set 
forth in 35 USC § 112, 6th paragraph. The language concerning determining is 
considered to be functional and arbitrary. 
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Regarding claim 6, the Nimmo et al. reference discloses different dimensions of 
the threads of the different helical portions as demonstrated by the different figures. 
The language concerning determining is considered to be functional and arbitrary. 

Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

11. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Nimmo et 
al. (GB 2,207,660) in view of Tsuruta (JP 59-182137). 

The Nimmo et al. reference meets all of applicant's claimed subject matter with 
the exception of the cushioning means, but the Tsuruta reference discloses that it is old 
and well known in the relevant art to provide a cushioning means (spring B) to support 
the sheets. The cushioning means (spring B) of Tsuruta is located opposite the helical 
cutting surface of drill (K). It would have been obvious to one having ordinary skill in the 
art, at the time applicant's invention was made, to have modified the Nimmo et al. 
reference by having provided a cushioning means located opposite the helical cutting 
surface, as suggested by Tsuruta, in order to cushion the sheets and actively support 
the sheets into position with respect to the cutting surface. 



Application/Control Number: 10/532,349 Page 9 

Art Unit: 3721 

Allowable Subject Matter 

12. Claims 2 and 8-10 would be allowable if rewritten to overcome the rejection(s) 
under 35 U.S.C. 112, second paragraph, set forth in this Office action and to include all 
of the limitations of the base claim and any intervening claims. 

Conclusion 

13. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The references cited on the attached form (PTO-892) are cited to 
show devices for separating surfaces. All are cited as being of interest and to show the 
state of the prior art. 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Stephen F. Gerrity whose telephone number is 571-272- 
4460. The examiner can normally be reached on Monday - Friday from 5:30 - 2:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rinaldi Rada can be reached on 571-272-4467. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/ Stephen F. Gerrity 
Primary Examiner 
Art Unit 3721 




22 September 2006 



